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DETAILED ACTION 
Response to Amendment 

The amendment of 7/12/06 has been entered. 

Claim Status 
Claims 1-20 are active and are treated as followed. 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful (1) process, (2) machine, (3) manufacture, or (4) 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

2. Claims 18, 19, 20 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

In order for the claimed invention to be statutory subject matter, the claimed 

invention must fall within one of the four statutory classes of invention as set forth in § 
101 (i.e. (1) a process, (2) machine (apparatus). (3) manufacture (article of 
manufacture), or (4) composition of matter). 

In the present case, method claim 18 or 1 are directed to "a method for designing 
an architecture for an e-business solution, said method comprising: 

a) developing a business description of the e-business solution; 

b) developing a pictorial presentation for the business description; and 

c) establishing a plurality of patterns within pictorial representation, the patterns 
being indicative of various implementations of the business description... of the e- 
business solution", 
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are merely a disembodied abstract idea and do not produce a useful, tangible, 
and concrete result . 

The result of the instant invention is " establishing a plurality of patterns" (model 
or plan or set of forms or thing considered worthy of imitating) which are "being 
indicative of various implementations of the business description" whereby (1) the 
plurality of patterns and (2) pictorial representation serves as a documentation (or 
guide) for designing the architecture of the e-business solution. The " patterns " might be 
considered "useful" for serving as a guide for designing the architecture of the e- 
business solution (claim 18 only but not in claims 1-8), but this is merely intended use 
since the claim have no positive citation of designing the architecture of the e-business 
solution. However, § 101 , test requires that the result be reproducible and repeatable to 
meet the tangible and concrete requirement. See In re Swartz , 232 F.3d 862, 864, 56 
USPQ2d 1703, 1704 (Fed. Circuit 2000). In the instant case, it's not clear how steps 
(a)-(c), which are based on patterns within pictorial representation, the patterns being 
indicative of various implementations of the business description, to serve as a 
documentation (or guide) for designing an architecture for an e-business solution. What 
are the implementations of the business description? There is nothing concrete about 
the "implementations of the business description" which can vary which the type of 
business, desired result, implementation system, etc. There is no citation in the 
specification of how these steps are carried out and no example has been cited. The 
claim is broad to include the developing and establishing steps by human being which 
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produces results which are subjective and irreproducible . This fails to meet the test that 
the result has to be concrete to meet the § 101 test. 

Moreover, there is no physical transformation of anything to another state or 
thing even though this is dispositive. Therefore, claims 1-20 are thus drawn to the 
abstract idea of developing some guidelines for designing the architecture of the e- 
business solution using business description and a plurality of patterns, rather than to a 
practical application of the idea as required by 35 U.S.C, § 101. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using It, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention, 

4. Claims 18-20 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. 

The claim(s) contains subject matter which was not described in the specification 
in such a way as to enable one skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and/or use the invention. The claim fails to include at 
least one example, or demonstration to show how the process of claim 18 works. For 
example, what is an architecture of an e-business solution and how this architecture of 
the e-business solution can be derived from the features of the e-business solution? 
The examiner has read the specification at least twice and has no clear understanding 
of what are the claimed invention. The examiner has give this case to another examiner 
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who has a degree in MIS and an MBA and this examiner has the same problem. The 
specification merely explains the claims but contains no examples of how the inventions 
work. 

5. Claims 18-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

1) In claim 18, line 7, the phrase "whereby the pictorial representation and 
plurality of patterns serves as a guide" is vague. The term "serves" should be corrected 
to "serve". It's not clear what this phrase means "the patterns being indicative of various 
implementations of the business description whereby the pictorial representation and 
plurality of patterns serve as a guide for designing the architecture of the e-business 
solution". What are the implementations of the business description? There is nothing 
concrete about the "implementations of the business description" which can vary which 
the type of business, desired result, implementation system, etc. Applicant needs to 
cite an example of what this means. 

2) Claims 19-20 are rejected for the same reasons set forth in claim 1 above. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 10-17 (product), 20 (product) are rejected under 35 U.S.C. 102(e) as 
being anticipated by CALVER (US 2001/0032092). 

As for independent product claims 10, 20, CALVER discloses a computer 
program product in a computer readable medium {see claims 21,31}. As for the rest of 
the limitations in claims 10-17, 20, they have no patentable since there are no citation in 
the claim that "the computer readable code (or instructions) when being executed by a 
processor (computer) causing said processor/computer to perform the method of: (a), 
(b), and (c.)". In other word, there are no processor/computer connected to the code or 
involved in the body of the claim to carry out the method steps, so these are merely 
code. 

As for dep. claims 11-17 (part of 10), they are rejected for the same reasons set 
forth in claim 10 above. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 18, 19, 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over CALVER in view of GRYPHON et al (US 6,233,537). 
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As for independent method^ claim 18, GRYPHON at al discloses a workflow 
modeling of business applications composed of multiple plan elements having pictorial 
representation and business mles (patterns) to control the business application/actions 
{see Figs. 1-5}. GRYPHON et al fairly teaches the claimed invention except for dealing 
business application concerning e-business solution. CALVER is cited to teach a 
method for designing an architecture/format for an e-business solution to provide the 
benefits of providing valuable financial, marketing, and business development 
information to small business {see [0016, 0003, 0010, 0052, 0054, 0081]}. It would 
have been obvious to modify the teachings of GRYPHON et al by including application 
dealing e-business solution as taught by CALVER for at least one of the benefit cited 
above. 

As for Independent apparatus^ claim 19, which is an apparatus to carry out the 
method of claim 18 above, "means for " instead of "step of, it is rejected for the inherent 
apparatus to carry out the method steps of 18 by GRYPHON et al /CALVER above. 

As for Independent product^ claim 20, which is the computer-readable medium 
related to the method of claim 18 above, it is rejected over the inherent computer- 
readable medium in GRYPHON et al /CALVER above which is used for the rejection of 
method claim 18 above. 

Response to Arguments 

10. Applicant's arguments filed 7/19/06/05 have been fully considered but they are 
not persuasive. 
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(1) With respect to the rejection of clainn 18 over 101 rejection, applicant's 
comment on page 12, 1®* paragraphs, that claim 19 requires "means for" per 35 U.S.C. 
1 12. p6 and claim 20 requires computer program code are noted, however, none of 
these limitations are in claim 18. 

(2) With respect to the 112, 1^* paragraph, applicants' response is insufficient to 
overcome the rejection since applicant has not shown/demonstrated how the 
specification is clearly described in a way that enables one skilled in the art to make 
and/or use the invention. Applicants have not cited an example of how the claimed 
invention or method claim 18 works. What are the implementations of the business 
description? There is nothing concrete about the "implementations of the business 
description" which can vary which the type of business, desired result, implementation 
system, etc. The specification merely recites the language of the claim several times 
with some sporadic related ideas. Applicants' amendment of claims 18-20 are solely to 
clarify the invention but these amended claims are still insufficient to overcome the 
rejections. 

(3) With respect to the 112, 2"^ paragraph, applicants' comment that the 
definiteness of the language is analyzed, not in a vacuum, but in light of the teachings of 
the disclosure as the disclosure would be interpreted by one of ordinary skill in the art. 
and no citation or example of how the claim is carried out is needed, this is not found 
persuasive for the same argument as indicated above, how the specification is clearly 
described in a way that enables one skilled in the art to make and/or use the invention. 
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(4) With respect to the 102(e) rejections of clainns 10-17 as anticipated by Calver, 
the rejection is maintained because there are no citation in the claim that "the computer 
readable code when being executed by a processor (computer) causing said computer 
to perform the method of (a), (b), and (c.)". In other word, there are no 
processor/computer connected to the code or involved in the body of the claim to carry 
out the method steps, so these are merely code, thus having no patentable weight. 

(5) With respect to the 103(a) rejections of claims 18, 19, 20, applicants 
comment that CALVER /GRYPHON et al fails to teach the establishing of patterns 
(models) within the pictorial representation, this is not found persuasive in view of 
GRYPHON et al, col. 3, lines 5-10, " graphical notation that can be used to represent 
business process knowledge and the corresponding business information that 
comprises the business model ", col. 6, under "How to use Visual BML", col. 9, line 62 to 
col. 10, lines 16. Note that the rejections are based on CALVER /GRYPHON et al and 
not GRYPHON et al alone. Applicants' comment that CALVER is merely cited to teach 
the computer readable code is not correct. 



11. 



Allowable Subject Matter 

Claims 1-8. and 9 are allowed. 
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Conclusion 

12. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1,1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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13. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through private PAIR only. 
For more information about the PAIR system, see http://pair-direct@uspto.gov . Should 
you have any questions on access to the private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll free). 

In receiving an Office Action, it becomes apparent that certain documents are 
missing, e. g. copies of references, Forms PTO 1449, PTO-892, etc., requests for 
copies should be directed to Tech Center 3600 Customer Service at (571) 272-3600, or 
e-mail CustomerService3600(S)uspto.qov . 

Any inquiry concerning the merits of the examination of the application should be 
directed to Dean Tan Nguven at telephone number (571 ) 272-6806 . My work schedule 
is normally Monday through Friday from 6:30 am - 4:00 pm. I am scheduled to be off 
every other Friday. 

Should I be unavailable during my normal working hours, my supervisor John 
Weiss can be reached at (571)272-6812 . 

The main FAX phone numbers for formal communications concerning this 
application are (571) 273-8300 . My personal Fax is (571) 273-6806 . Informal 
communications may be made, following a telephone call to the examiner, by an 
informal FAX number to be given. 



dtn 

October 1 , 2006 




